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REMARKS 

Claims 1-20 are pending in the case. Further examination and reconsideration of pending 
claims 1-20 are respectfully requested. 

Section 101 Rejections 

Claims 16-20 were rejected under 35 U.S.C. § 101 as being directed to non-statutory 
subject matter. As will be set forth in more detail below, the § 1 0 1 rejections of claims 1 6-20 are 
respectfully traversed. 

Claims 16-20 are directed to statutory subject matter. The Final Office Action states: 

Merely "inspecting" and "reviewing" as in claim 16 does not appear to be 
sufficient to constitute a tangible result, since the outcomes of the "inspecting" 
and "reviewing" steps are an abstract values that are not being claimed as being 
used in a disclosed practical application nor as claimed are they being made 
available in such a manner that its usefulness in a disclosed practical application 
can be realized. (Final Office Action — page 2). 

Applicants respectfully traverse these assertions. In particular, independent claim 16 

recites: 

A method for inspecting a reticle, comprising: inspecting the reticle by forming a 
first aerial image of the reticle while the reticle is disposed in a system and 
detecting defects on the reticle using the first aerial image; and reviewing the 
defects by forming a second aerial image of the reticle while the reticle is 
disposed in the system and analyzing the defects using the second aerial image. 

Claims 16-20, therefore, constitute a practical application because they produce a useful, 

concrete, and tangible result the detected defects and results of the analysis of the defects. 

"[Transformation of data, representing discrete dollar amounts, by a machine through a series of 

mathematical calculations into a final share price, constitutes a practical application of a 

mathematical algorithm, formula, or calculation, because it produces 'a useful, concrete and 
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tangible result' a final share price momentarily fixed for recording and reporting purposes and 
even accepted and relied upon by regulatory authorities and in subsequent trades." State Street, 
149 F,3d at 1373, 47 USPQ2d at 160L MPEP 2106(IL)(A.). Therefore, the steps recited in 
claim 16 constitute practical applications, because they produce tangible results, which can be 
stored, displayed, or used in a tangible manner, In other words, since the method recited in this 
claim produces useful, concrete, and tangible results, the claimed method accomplishes a 
practical application. The claimed invention as a whole must accomplish a practical application. 
That is, it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 1373, 
47 USPQ2d at 1 60 1 -02. MPEP 2 1 06(II.)(A.). 

See also AT&T, 172 R3d at 1360, 50 USPQ2d at 1453 (Fed. Cir. 1999) (focus on section 
101 inquiry is "whether the mathematical algorithm was applied in a practical manner"). For 
example, the court in State Street noted that the claimed invention in Alappat (33 F.3d 1 526, 3 1 
USPQ2d 1545 (Fed. Cir. 1994)) "constituted a practical application of an abstract idea (a 
mathematical algorithm, formula, or calculation), because it produced "a useful, concrete and 
tangible result 1 - smooth waveform." Id. Similarly, the claimed invention in Arrhythmia (958 
F.2d 1053, 22 USPQ2d 1033 (Fed. Cir. 1992)) "constituted a practical application of an abstract 
idea (a mathematical algorithm, formula, or calculation), because it corresponded to a useful, 
concrete and tangible thing - the condition of a patient's heart," Id. A claim limited to a machine 
or manufacture, which has a practical application, is statutoiy. In most cases, a claim to a 
specific machine or manufacture will have a practical application. Also see AT&T, 172 F.3d at 
1358, 50 USPQ2d at 1452 (Claims drawn to a long-distance telephone billing process containing 
mathematical algorithms were held patentable subject matter because the process used the 
algorithm to produce a useful, concrete, tangible result without preempting other uses of the 
mathematical principle.) Therefore, because the method recited in claim 16 produces a useful, 
concrete, and tangible result (e.g., the detected defects and results of the analysis of the defects) 
without preempting other uses of mathematical principles, the claimed method is patentable 
subject matter. 
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Furthermore, in State Street, AT&T, Alappat, and Arrhythmia, the United States Court of 
Appeals for the Federal Circuit did not require claims to recite that the result of the practical 
application (e.g., the final share price, the smooth waveform, or the condition of a patient's heart) 
is output to a user, displayed to a user, stored for later use. or used in any tangible manner in 
order for the subject matter of the claims to constitute statutory subject matter. In contrast, the 
Examiner appears to assert that the outcome of the claims must be made available, for example, 
by being output to a user, displayed to a user, stored for later use, or used in a tangible manner. 
However, this assertion misconstrues the "tangible result" requirement that must be met for a 

claimed invention to be directed to a practical application of a 35 U,S,C § 101 j udicial 

exception, In particular, when the meaning of the term "tangible" is properly construed in light 
of the requirements for a claim to constitute a practical application of a 35 U.S.C. § 101 judicial 
exception, the opposite meaning of "tangible" is "abstract" MPEP 2106(IV.)(C.)(2.)(2)(b), 
Therefore, the claims do not have to recite that the result of the claim is made available in a 
"tangible way," Instead, the result of the claim has to be "not abstract" or "tangible," Clearly, 
the detected defects and results of the analysis of the defects are not "abstract" since they have 
real world value. For example, the results of the claimed method, like the results of any 
inspection and/or review process, have real world value since detecting defects on a reticle and 
analyzing the defects have real world value. 

As noted above, therefore, applying the reasoning of the United States Court of Appeals 
for the Federal Circuit set forth in the decision in State Street and other above-referenced cases to 
the present case, detecting defects on a reticle and analyzing the defects constitutes a practical 
application, because it produces a useful, concrete, and tangible result (i.e,, the detected defects 
and results of the analysis of the defects). Therefore, the steps recited in the method of claim 16, 
themselves, constitute a disclosed practical application. In this manner, contrary to the assertion 
in the Final Office Action, the practical application of the claimed invention is realized without 
including a recitation in the claims as to how the outcome of the method is used in a disclosed 
practical application or made available in such a manner that its usefulness in a disclosed 
practical application can be realized. 
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The Final Office Action also states that 'The results of these steps are abstract 
determinations of the abstract results of the inspection and/or review; they are not claimed as 
being used in any tangible manner or for any tangible purpose, nor are they being claimed as 
being fixed, displayed, communicated, or the like, in a manner which makes them tangible. " 
(Final Office Action -- page 3), Applicants respectfully traverse this assertion. In particular, the 
purported requirement that the claims must indicate a "tangible output" in order to comply with 
the subject matter eligibility requirements of 35 U.S.C. § 101 is incompatible with decisions of 
the Supreme Court of the United States, decisions of the United States Court of Appeals for the 
Federal Circuit, OG Notices: 22 November 2005, "Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility," and § 2106 of the MPEP and constitutes 
reading limitations into § 101 on the subject matter that may be patented where the legislative 
history indicates that Congress clearly did not intend such limitations, "[i]t is improper to read 
limitations into § 101 on the subject matter that may be patented where the legislative history 
indicates that Congress clearly did not intend such limitations." State Street, 149 R3d at 1373, 
47 USPQ2d at 1601-02. 

In particular, Applicants have found no support for the Examiner's basis for the § 101 
rejections of claims 16-20 in the OG Notices: 22 November 2005, "Interim Guidelines for 
Examination of Patent Applications for Patent Subject Matter Eligibility," § 2106 of the MPEP, 
or any decisions of the United States Court of Appeals for the Federal Circuit or the Supreme 
Court of the United States. More specifically, Applicants have found no support in the OG 
Notices: 22 November 2005, "Interim Guidelines for Examination of Patent Applications for 
Patent Subject Matter Eligibility," § 2106 of the MPEP, or any decisions of the United States 
Court of Appeals for the Federal Circuit or the Supreme Court of the United States for a 
requirement that the claim includes a recitation that indicates a tangible output in order for the 
claims to comply with the subject matter eligibility requirement of 35 ILS.C. § 101, 

For at least the reasons set forth above, claim 16 and claims 17-20 dependent therefrom 
are directed to statutory subject matter. Accordingly, removal of the § 101 rejections of claims 
16-20 is respectfully requested, 
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Allowable Subject Matter 

Claims 1-15 were allowed. Applicants appreciate the Examiner's indication of allowable 
subject matter and await allowance of the remaining claims in the case. 

Information Disclosure Statement 

Applicants note that the Information Disclosure Statement filed on January 5, 2005 ; and 
the references cited therein, have not been considered by the Examiner, Careful consideration of 
the references listed on the Form PTO-1449 of this Information Disclosure Statement and return 
of the signed form are respectfully requested. 



This response constitutes a complete response to all issues raised in the Final Office 
Action mailed February 8, 2007. In view of the remarks presented herein, Applicants assert that 
pending claims 1-20 are in condition for allowance. If the Examiner has any questions, 
comments, or suggestions, the undersigned earnestly requests a telephone conference. 

The Commissioner is authorized to charge any fees which may be required or credit any 
overpayment to deposit account number 02-0393. 

Respectfully submitted, 



CONCLUSION 



Dated: April 2, 2007 




Ann Marie JViewherter 
Registration No, 50,484 
BAKER & McKENZIE LLP 
1114 Avenue of the Americas 
New York, New York 1 0036 
Telephone: (212) 626-4100 
Facsimile: (212)310-1600 
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